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DETAILED ACTION 

Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this 
title. 

2. Claim 2 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any structural elements or structural cooperative relationships of elements, results in an 
improper definition of n apparatus, i.e., results in a claim which is not a proper apparatus claim 
under 35 U.S.C. 101. See for example Exparte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical 
Products, Ltd v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). In an apparatus claim, 
the structure which goes to make up the device must be clearly and positively specified. The 
structure must be organized and correlated in such a manner as to present a complete operative 
device. Examiner notes that single patent application can not be both, a utility application and 
design application. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

4. Claims 1-2 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In claim 1, the limitation that reads, "introducing any carbonaceous fuel; coal, coke, biomass 
or combinations thereof containing mercury" renders the claim indefinite. It is not clear if all the 
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items following the term "introducing" should be present in the system or if one of them is selected 
as the component of the stream. It is not clear if any carbonaceous fuel can be used or if the claim 
is limited to specific fuels recited. The claims should be rewritten in proper alternative language. 

In claim 1 , the limitation that reads, "introducing an alkali or any alkali or combinations 
thereof from the class consisting of lime, limestone, dolomite, calcium chloride, nacholite, and 
trona" renders the claim indefinite. It is not clear if all the items following the term "introducing" 
should be present in the system or if one of them is selected as the component of the stream. It is 
not clear if any alkali can be used or if the claim is limited to specific alkalis recited. The claims 
should be rewritten in proper alternative language. 

In claim 1, limitation "at a stoichiometric air or oxygen air to fuel ratio of 0.4 to 0 0.80" is 
not clear and renders said claim indefinite. The applicant should amend the claim to recite either 
oxygen to fuel ratio or air to fuel ratio and clearly identify said ratio as either stoichiometric or a 
specific number or range. 

Claim 1 is indefinite because it is not clear if recited temperature is require for the claimed 
process or if it is merely another way of describing properties of reducing agents. 

Claim 1 recites the limitation "the fuel gas-slag mix section" and "said molten slag 
containing combinations of alkalis and mercury compounds" There is insufficient antecedent basis 
for said limitations in the claim. 

Claim 2 provides for the use of an apparatus, but, since the claim does not set forth any 
structural elements or structural cooperative relationships of elements, it is unclear what apparatus 
applicant is intending to encompass. A claim is indefinite where it merely recites a use without any 
structural elements or structural cooperative relationships of elements delimiting the apparatus 
wherein how this use is actually practiced. In an apparatus claim, the structure which goes to make 



Application/Control Number: 10/757,33 1 Page 4 

Art Unit: 1764 

up the device must be clearly and positively specified. The structure must be organized and 
correlated in such a manner as to present a complete operative device. Examiner notes that single 
patent application can not be both, a utility application and design application. 

Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for omitting 
essential elements, such omission amounting to a gap between the elements. See MPEP § 2172.01. 
The omitted elements are: any structural elements delimiting the claimed apparatus. In an apparatus 
claim, the structure which goes to make up the device must be clearly and positively specified. The 
structure must be organized and correlated in such a manner as to present a complete operative 
device. Examiner notes that single patent application can not be both, a utility application and 
design application. 

Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete for omitting 
essential structural cooperative relationships of elements, such omission amounting to a gap 
between the necessary structural connections. See MPEP § 2172.01. The omitted structural 
cooperative relationships are: any structural cooperative relationships of elements delimiting the 
claimed apparatus. In an apparatus claim, the structure which goes to make up the device must be 
clearly and positively specified. The structure must be organized and correlated in such a manner as 
to present a complete operative device. Examiner notes that single patent application can not be 
both, a utility application and design application. 

Claim Rejections - 35 USC §102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
this country, more than one year prior to the date of application for patent in the United States. 
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6. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by McElroy (USP 



Regarding claim 1 McElroy discloses a method comprising introducing carbonaceous fuel 
into a first stage partial oxidation gasifier; introducing lime with the said fuel or via a separate 
stream (see Fig. 1). While the reference does not explicitly disclose mercury being removed, as 
coal inherently comprises mercury, said mercury will inherently be removed by the process of 



7. In view of the foregoing, none of the claims are allowed. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to examiner Basia Ridley, whose telephone number is (571) 272-1453. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Glenn Caldarola, can be reached on (571) 272-1444. 

The fax phone number for the organization where this application or proceeding is assigned 
is (571) 273-8300. 

Technical Center 1700 General Information Telephone No. is (571) 272-1700. Information 
regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Questions on access to the Private PAIR system should be directed to the 
Electronic Business Center (EBC) at (866) 217-9197 (toll-free). 



1,571,877). 



McElroy. 
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